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Art Unit: 1714 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



2. Claims 1, 10, 17-18, 20, and 22-24 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1, 4-5, 8-9, and 
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19-21 of copending Application No. 09/067,389. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the following explanation. 

It is noted that there is significant overlap between the copending claims and the present 
claims given that both disclose an ink composition containing water, water-soluble solvent, 
colorant, and polymer having in its structure sites possessing ultraviolet absorbing activity 
wherein the ink is used in ink jet printing. 

The only difference between the copending claims and the present claims is that 
copending claim 1 discloses that the polymer has film-forming property while present claim 1 
discloses that the polymer covers the colorant. 

However, one of ordinary skill in the art would recognize that the film-forming ability of 
the polymer provides the polymer with an obvious manner of "covering" the colorant, i.e. by 
forming a film around the colorant. Thus, it therefore would have been obvious to one of 
ordinary skill in the art that due to its film-forming ability, the polymer of the copending claims 
would intrinsically cover the colorant present in the ink, and thus one of ordinary skill in the art 
would have arrived at the present invention for the copending one. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

3. Claims 1, 10, 17-18, 20, and 22-24 directed to an invention not patentably distinct from 
claims 1, 4-5, 8-9, and 19-21 of commonly assigned copending Application No. 09/067,389. 
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Specifically, although the conflicting claims are not identical, they are not patentably distinct due 
to the explanation given in paragraph 2 above. 

4. Commonly assigned Application No. 09/067,389, discussed above, would form the basis 
for a rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case 
qualifies as prior art under 35 U.S.C. 102(f) or (g) and the conflicting inventions were not 
commonly owned at the time the invention in this application was made. In order for the 
examiner to resolve this issue, the assignee is required under 37 CFR 1 .78(c) and 35 U.S.C. 132 
to either show that the conflicting inventions were commonly owned at the time the invention in 
this application was made or to name the prior inventor of the conflicting subject matter. Failure 
to comply with this requirement will result in a holding of abandonment of the application. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g). 

5. Claims provisionally rejected under 35 U.S.C. 103(a) as being obvious over copending 
Application No. 09/067,389 which has a common assignee with the instant application. Based 
upon the earlier effective U.S. filing date of the copending application, it would constitute prior 
art under 35 U.S.C. 102(e) if patented. This provisional rejection under 35 U.S.C. 103(a) is 
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based upon a presumption of future patenting of the conflicting application. For an explanation 
of the rejection, see paragraph 2. 

This provisional rejection might be overcome either by a showing under 37 CFR 1.132 
that any invention disclosed but not claimed in the copending application was derived from the 
inventor of this application and is thus not the invention "by another," or by a showing of a date 
of invention for the instant application prior to the effective U.S. filing date of the copending 
application under 37 CFR 1.131. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

7. Claims 11-12, 17-18, and 30-33 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(a) Claims 1 1 and 30 disclose that "colorant has glass transition point of 30° C or below". 
Given that the glass transition point is typically associated with polymers and further in light of 
the disclosure on page 25, lines 6-1 1 of the present specification which discloses that the polymer 
has glass transition point of 30° C or below, should "colorant" be changed to "polymer"? Does 
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"colorant" refer to the colorant as well as the polymer which covers the colorant? Clarification is 
requested. 

(b) Claims 17 and 31 disclose that the polymer comprises "a polymer composed mainly 
of a thermoplastic polymer". The scope of the claim is confusing because it is not clear what is 
meant by "composed mainly of. How much of the polymer must be thermoplastic- 20%, 50%, 
etc? 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

9. Claims 1-7, 1 1-13, 17-18, 20-26, 28-33, and 35-36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Nguyen et al. (U.S. 5,990,202). 

Nguyen et al. disclose an ink jet ink comprising colorant which is a pigment or dye, 
water, water-soluble organic solvent having boiling point greater than 180° C (i.e. diethylene 
glycol), and polymer which covers the colorant and functions as a dispersant wherein the 
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polymer contains hydrophobic groups, hydrophilic groups, and ultraviolet absorbing groups. The 
polymer has a molecular weight of 10,000-70,000 and a glass transition point of 0°-75° C. The 
polymer is a core/shell, i.e. graft, polymer. The hydrophilic groups include those containing 
amino groups, carboxyl groups, and sulfo groups, while the hydrophobic groups contain ethylene, 
styrene, and alkyl (meth)acrylates. The UV absorbing groups include benzotriazole, hindered 
amine, salicylate, and cyanoacrylate each containing an ethylenically unsaturated bond. The 
polymer is formed by emulsion polymerization. There is also disclosed a method of ink jet 
printing (col.3, lines 1-12 and 24-44, col.6, lines 13-55, col.8, lines 62-67, col.12, lines 1-5, 
col.14, line 34-col.l5, line 55, col.17, lines 30-36, col.23, line 63-col.24, line 2, col.24, lines 25- 
26 and 30, col. 25, lines 9 and 51, and col. 26, lines 10-15). 

In light of the above, it is clear that Nguyen et al. anticipates the present claims. 

10. Claims 1-3, 10, 15-16, and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chassot (U.S. 5,348,580). 

Chassot discloses a finely dispersed light stabilized pigment composition suitable for use 
in printing inks wherein the printing ink composition contains a finely dispersed light stabilized 
pigment composition which comprises an aqueous dispersion of pigment, water, water soluble 
organic solvent, and thermoplastic polymer such as polyolefin, polyamide, or polyurethane 
which contain as a recurring molecular unit a hindered amine skeleton. The polymer covers the 
colorant and has a molecular weight of 5,000-200,000. The composition further contains 
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additional colorant (col.2, lines 6-14, col.3, line 1-10, col.4, lines 1-24, col.18, lines 19 and 64- 
67, col.19, lines 10 and 47-49, col.20, line 2, and col.27, line 58). 

In light of the above, it is clear that Chassot anticipates the present claims. 



Claim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 



12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al. 
(U.S. 5,990,202) in view of Takemoto et al. (U.S.* 6,084,619). 

The disclosure with respect to Nguyen et al. in paragraph 9 above is incorporated here by 
reference. 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of polymeric fine particles as well as the minimum film-forming 
temperature of the fine particles. 

Takemoto et al., which is drawn to ink jet inks, discloses the use of resin emulsions 
wherein the resins have particle size of 5-100 nm. Takemoto et al. further disclose that the resins 
have minimum film-forming temperature of, for instance, 5° C (col.7, lines 61-67, col.8, lines 32- 
42, and col. 13, line 59). The motivation for using such resins is improve the rub resistance of the 
printed image (col.8, lines 53-55). 

In light of the motivation for using polymeric fine particles disclosed by Takemoto et al. 
as described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such polymeric fine particles in the ink jet ink of Nguyen et al. in order to produce an ink with 
improved rub resistance, and thereby arrive at the claimed invention. 
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14. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al. 
(U.S. 5,990,202). 

The disclosure with respect to Nguyen et al. in paragraph 9 above is incorporated here by 
reference. 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claim that the polymer covering the colorant is in the form of fine particles. 

Although there is no explicit disclosure in Nguyen et al. that the polymer is in the form of 
fine particles, example 1, for instance, discloses a polymer having particle size of 270 nm which 
clearly indicates that the polymer is in the form of fine particles. 

In light of the disclosure of the particle size of the polymers, it therefore would have been 
obvious to one of ordinary skill in the art that the polymers disclosed by Nguyen et al., are indeed 
in the form of fine particles, and thus, one of ordinary skill in the art would have arrived at the 
claimed invention. 

15. Claims 14 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen 
et al. (U.S. 5,990,202) in view of Page et al. (U.S. 6,040,358). 

The disclosure with respect to Nguyen et al. in paragraph 9 above is incorporated here by 
reference. 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of particle size of the colorant. 
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Page et al., which is drawn to ink jet inks, disclose the use of pigments having particle 
size of 10-30 nm in order to permit the free flow of ink through the ink jet printer as well as to 
control the pigment dispersion stability (col. 1 , lines 1-14). 

In light of the motivation for using colorant having specific particle size disclosed by 
Page et al. as described above, it therefore would have been obvious to one of ordinary skill in 
the art to use such colorants in the ink jet ink of Nguyen et al. in order to produce a stable ink 
which flows freely through the printer, and thereby arrive at the claimed invention. 

16. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et 
al. (U.S. 5,990,202) in view of Chassot (U.S. 5,348,580). 

The disclosure with respect to Nguyen et al. in paragraph 9 above is incorporated here by 
reference. 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of additional colorant. 

Chassot, which is drawn to inks, discloses the use of an additional colorant, other than 
that covered by polymer, in order to achieve various color shades (col. 1 8, lines 64-67). 

In light of the motivation for using additional colorant disclosed by Chassot as described 
above, it therefore would have been obvious to one of ordinary skill in the art to use an additional 
colorant in the ink jet ink of Nguyen et al. in order to produce an ink in various color shades, and 
thereby arrive at the claimed invention. 
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17. Claims 19 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen 
et al. (U.S. 5,990,202) in view of Durand (U.S. 5,093,038). 

The disclosure with respect to Nguyen et al. in paragraph 9 above is incorporated here by 
reference. 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of the wavelength at which the absorbing activity of the ultraviolet 
groups occurs. 

On the one hand, given that Nguyen et al. discloses UV absorbing groups identical to 
those presently claimed, it would have been obvious to one of ordinary skill in the art to infer that 
the groups intrinsically possess absorbing activity as presently claimed. 

On the other hand, Durand, discloses that benzotriazole, for instance, absorbs in the 
wavelength region of 250-350 nm (col. 18, lines 25-27). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art that the UV absorbing groups disclosed by Nguyen et al. do indeed absorb in the wavelength 
region as presently claimed, and thus, one of ordinary skill in the art would have arrived at the 
claimed invention. 

18. Claims 4-6, 13, 17-20, 27-28, and 31-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chassot et al. (U.S. 5,348,580) in view of either Nguyen et al. (U.S. 5,990,202) 
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or Kawamura et al. (U.S. 5,891,961), Carboni (U.S. 3,337,356), Johnson (U.S. 4,504,628), and 
Fry (U.S. 4,605,596). 

The disclosure with respect to Chassot in paragraph 10 above is incorporated here by 
reference. 

The difference between Chassot and the present claimed invention is the requirement in 
the claims of specific types of polymers containing in their structure a site possessing specific 
ultraviolet absorbing activity and/or photostabilizing activity. 

Nguyen et al., which is drawn to inks, discloses the use of polymers containing 
hydrophilic groups such as acrylic acid, hydrophobic groups such as ethylene, styrene, and alkyl 
(meth)acrylates, and UV absorbing groups such as benzotriazole, hindered amine, salicylate, and 
cyanoacrylate (col.6, lines 17-31, col. 14, line 34-col.l5, line 30) in order to produce a lightfast 
ink (col.26, lines 10-12). 

Alternatively, Kawamura et al. discloses a coating composition which contains a vinyl 
resin having a benzotriazole structure in its skeleton (col.l, lines 62-63). The vinyl resin 
comprises carboxyl containing monomers such as (meth)acrylic acid and maleic acid, as well as 
monomers such as (meth)acrylic esters and styrene (col.4, lines 14-26 and col. 5, lines 29-34 and 
53-65) which may be combined in any fashion including copolymers comprising 
(meth)acrylates/acrylic acid and styrene/acrylic acid (col. 12, lines 52-65). The motivation for 
using this type of resin with a benzotriazole structure in its skeleton is to produce a coating 
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composition which has outstanding weatherability, acid resistance, stain resistance, and scratch 
resistance (coll, lines 42-44). 

Carboni, which is drawn to polymers containing benzotriazole, discloses polymers such 
as polyesters, polystyrene, polymethylacrylate, polymethylmethacrylate, ethylene/vinyl acetate, 
and ethylene/ methyl acrylate which contain benzotriazoles (col. 5, lines 13-33). The 
benzotriazole is added during polymerization of the above mentioned polymers (col. 5, lines 39- 
40). The motivation for using these types of polymers containing benzotriazole is to produce 
polymer compositions, useful in coatings, which possess improved light fastness (col.5, line 71- 
col.6, line 8). 

Johnson discloses polyurethanes containing ultraviolet stabilizers such as benzophenones, 
aryl acrylates, and salicylates (col.2, lines 25-31 and col.4, lines 13-28) which are useful for 
coatings on paper (col.5, lines 59-61). When the ultraviolet stabilizer is copolymerized, it is 
added like any other monomer, and becomes part of the polymer (col.5, lines 6-10). The 
motivation for using these types of polymers containing benzophenones, aryl acrylates, and 
salicylates is to produce polymers that prevent the physical and chemical deterioration of 
polymeric substrate, and the fading of color (col.l, lines 18-28). 

Fry discloses an additive for a coating composition wherein the additive comprises a 
polymer containing an ultraviolet light stabilizer such as hindered phenols (col.3, lines 24-30). 
The motivation for using these types of polymers containing hindered phenols is to produce a 
coating which possesses flexibility, weatherability, gloss, etc. (col.l, lines 31-35). 
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Given that Nguyen et al. or Kawamura et al., Carboni, Johnson, and Fry disclose UV 
absorbing groups identical to those presently claimed, it would have been obvious to one of 
ordinary skill in the art to infer that the groups intrinsically possess absorbing activity in the 
wavelength region as presently claimed. 

In light of the motivation for using specific polymers containing ultraviolet absorbers as 
part of the polymer structure disclosed by either Nguyen et al. or Kawamura et al, Carboni, 
Johnson, and Fry as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use these types of polymers in the ink composition of Chassot in order to 
produce a lightfast ink or alternatively, to produce an ink that has improved light fastness or 
flexibility, weatherability, gloss, and prevents the physical and chemical deterioration of 
polymeric substrate and the fading of color, and thereby arrive at the claimed invention. 

19. Claims 1 1 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chassot 
(U.S. 5,348,580) in view of Polymer Handbook and Adler et al. (U.S. 4,043,962). 

The disclosure with respect to Chassot in paragraph 10 above is incorporated here by 
reference. 

The difference between Chassot and the present claimed invention is the requirement in 
the claims of specific glass transition temperature of the polymer. 

Chassot is silent with respect to the glass transition point of the polymers, however, (1) it 
is natural to infer that since the polymers are the same as presently claimed, that they intrinsically 
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possess the same glass transition point of the particle as claimed. (2) Moreover, prior art 
references such as Adler et al. disclose that plastics such as polyamides and polyolefins have 
glass transition temperatures less than 30 °C (col.4, lines 43-46 and col. 5, lines 8 and 9). In 
addition, the Polymer Handbook which discloses the glass transition temperature of, for instance, 
polyurethane ranges from -60 °C to 1 14 °C (pages VI-230 to VI 232), which clearly meets the 
claimed glass transition temperature. 

Although the glass transition temperature disclosed by Adler et al. and the Polymer 
Handbook are for polyamide, polyolefin, and polyurethane, and not polyamide, polyolefin, and 
polyurethane containing an ultraviolet absorber and/or light stabilizer in its structure, since the 
amount of ultraviolet absorber and/or light stabilizer contained in the polymer is usually small, it 
is presumed that the hindered amine will not affect the glass transition point in any significant 
way. 

In light of the above, it is clear that the polymers disclosed by Chassot possess the glass 
transition point as presently claimed, and thus, one of ordinary skill in the art would have arrived 
at the present invention. 

20. Claims 14 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable Chassot 
(U.S. 5,348,580) in view of Page et al. (U.S. 6,040,358). 

The disclosure with respect to Chassot et al. in paragraph 10 above is incorporated here 
by reference. 
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The difference between Chassot and the present claimed invention is the requirement in 
the claims of particle size of the colorant. 

Page et al., which is drawn to inks, disclose the use of pigments having particle size of 
10-30 nm in order to control the pigment dispersion stability (col.l, lines 1-14). 

In light of the motivation for using colorant having specific particle size disclosed by 
Page et al. as described above, it therefore would have been obvious to one of ordinary skill in 
the art to use such colorants in the ink of Chassot in order to produce an ink with good dispersion 
stability, and thereby arrive at the claimed invention. 

Information Disclosure Statement 

21. It is noted that the JP 1 0279854 and Patent Abstract of JP 1 0279854 references have been 
stricken from the IDS filed 4/17/00 as being redundant, since they appear twice on the IDS. 

22. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Tsutsumi et al. (U.S. 5,998,501) disclose an ink jet ink comprising polymer which 
encapsulates both colorant and UV absorbers. 
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Nakagawa et al. (U.S. 5,239,028) disclose an ink comprising copolymer of UV -stable 
polymerizable monomer and cycloalkyl monomer, however, there is no disclosure that the 
polymer covers colorant as present claimed. 

Costanzi et al. (U.S. 5,350,786) discloses a process of polymerization of a-olefins with 
hindered amine monomer, however, no disclosure of ink or that the polymer covers colorant as 
present claimed. 

Olson (U.S. 5,321,112) discloses polyurethanes and polyesters containing cyanoacrylate 
UV absorbing compounds, however, no disclosure of ink or that the polymer covers colorant as 
present claimed. 

Rehmer et al. (U.S. 5,128,386) disclose copolymers of (meth)acrylate and 
benzophenones, however, no disclosure of ink or that the polymer covers colorant as present 
claimed. 

23. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Callie Shosho whose telephone number is (703) 305-0208. The examiner 
can normally be reached on Mondays-Thursdays from 7:00 am to 4:30 pm. The examiner can 
also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3599. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 

ax 

Callie Shosho 



8/23/00 



EDWARD J. CAIN 
PRIMARY EXAMINER 
GROUP 150(y 




